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DETAILED ACTION 
This is a NON-FINAL Office Action on the merits in response to the request for 
continued examination filed on December 18, 2008. Claims 8-20 have been cancelled. Claims 1 
and 5 have been amended. Currently, claims 1-7 are pending. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on December 18, 2008 has been entered. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Response to Amendment 

Applicant's amendments have been acknowledged. New grounds of rejection are 
presented below. 



Claim Objections 

Claims 1-7 are objected to because of the following informalities: 
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Claim 1 : On line 16, claim 1 recites "responsive to determining that the intended used is 
conducting a self-assessment." In this limitation, "used" should be replaced with "use." 

On lines 6-7, claim 1 recites "wherein assessment data is stored separately from 
assessment business logic." It is unclear whether the "assessment data" refers to "assessment 
business logic" or "self-assessment" data. For examination purposes, Examiner will construe 
"assessment data" as "self-assessment" data. 

Claims 2 and 5 : Claims 2 and 5 each recite "the data" (claim 2 recites it once and claim 5 
recites it twice). It is not clear what data "the data" refers to. For examination purposes, 
Examiner will construe "the data" as "self-assessment" data. 

Claims 2-7 : Dependent claims 2-7 are rejected for failing to remedy the deficiencies of 
the claims from which they depend. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 : Claim 1 is directed toward the statutory category of a process. In order for a 
claimed process to be patentable subject matter under 35 U.S.C. § 101, it must either: (1) be tied 
to a particular machine, or (2) transform a particular article to a different state or thing. See In 
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ReBikki, 88 U.S.P.Q.2d 1385 (2008); Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. 
Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If neither of 
these requirements is met by the claim, the method/process is not patentable subject matter under 
§ 101 . Thus, to qualify as a statutory process under § 101, the claim should positively recite the 
machine to which it is tied (e.g. by identifying the apparatus that accomplishes the method steps), 
or positively recite the subject matter that is being transformed (e.g. by identifying the material 
that is being changed to a different state). Nominal recitations of structure in an otherwise 
ineligible method fail to make the method a statutory process. See Benson, 409 U.S. at 71-72. 
Thus, incidental physical limitations such as insignificant extra-solution activity and field of use 
limitations are not sufficient to convert an otherwise ineligible process into a statutory one. 

Here, the claimed process fails to meet the above requirements for patentability under § 
101 because it is not tied to a particular machine and does not transform underlying subject 
matter. Although the claim preamble recites that the method is "in a data processing system," 
this is merely an incidental physical limitation that is insufficient to tie the claimed process to a 
particular machine. 

Claims 2-7 : Dependent claims 2-7 are rejected for failing to remedy the deficiencies of 
the claims from which they depend. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffor 
(US 2002/0173999) in view of MacDonald (US 2004/0068429), and further in view of 
Nandigama (US 2004/0010441). 

Claim 1 : Griffor discloses a method in a data processing system for providing a 
consulting assessment environment, the method comprising: 

• determining an intended use for the consulting assessment environment, wherein 
the intended use is one of defining assessment business logic (see If 15, disclosing 
recording and structuring information produced by the definition phase of the 
organizational consulting process; If 18, disclosing decomposing an organization; 
H 19, disclosing a definitional stage and an organizational framework; 1 20, 
disclosing "business rules logic"; U 21, disclosing specification tables constructed 
during the definitional phase of the consulting process; If 23 et seq., disclosing 
specification tables; If 51, disclosing an organizational definition) and conducting 
a self-assessment (see ]f 16, disclosing an assessment of an organization to align 
the organization with its purpose; TJ 19, disclosing determining success based on 
actual performance; Tf 21, disclosing storing performance data; ]f 22, disclosing 
allowing participants to give feedback on their individual performance), wherein 
defining assessment business logic is performed by a consultant (see above-cited 
sections; figure 2), wherein conducting a self-assessment is performed by the 
consultant or a client (see above-cited sections; figure 2), and wherein assessment 
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data is stored separately from assessment business logic (see figure 3: item 64, 
disclosing an organizational performance database, and items 62-63, disclosing 
action rules and specification tables databases that store business logic; ^ 6, 
disclosing separate databases for logic and performance; Iflf 20-21); 

• responsive to determining that the intended use is defining assessment business 
logic, defining a data template, an assessment framework template, a suggested 
actions template, and a report template to provide the assessment business logic 
for multiple types of assessments for assessing businesses (see sections cited 
below); 

• responsive to determining that the intended use is conducting a self-assessment, 
receiving data about a business through a questionnaire (see IflJ 17-18, disclosing 
determining the organization's goals, etc.; ^ 23 et seq., disclosing gathering 
information generated during the definition phase; Iffl 28-31; U 77; figure 2: items 
1-4); 

• responsive to receiving data about the business, computing at least one assessment 
score based on formulas and rules encoded in the assessment framework template 
(see Tl 19, disclosing quantitatively measuring the importance of deliverables; 
figure 5, depicting relative value and total value; various figures disclosing point 
values; 41-50; If 79; If 82) 

• responsive to computing the at least one assessment score, determining an 
appropriate action based on the at least one assessment score and the suggested 
actions template encoded with business-related domain knowledge that defines 
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actions to achieve desired states of business (see Iflf 19 and 21, disclosing actions 
rules used to maintain alignment between performance and goals; If 22, disclosing 
action rule module that provides actions to be taken to help achieve organizational 
goals; Tl 50, disclosing constructing action rules based on weights; Iflf 65-66; If 82) 
• reporting results of the assessment data based on the at least one assessment score 
and the appropriate action in accordance with the report template, wherein the 
data template, the assessment framework template, and the suggested actions 
template encode business-related domain knowledge including at least one of best 
practices, business consultant expertise, and business goals (see Ifl] 54-58, 
disclosing a management module which provides reports to management; 59- 
64, disclosing a participant module which provides reports to workers; Iflf 72-80). 
It is not explicitly clear whether Griffor discloses the claimed "templates" for storing 
data. MacDonald discloses a similar consulting system for strategic performance management 
that uses templates in the form of Microsoft Excel spreadsheets (see ]] 36). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to record the 
information of Griffor in the templates of MacDonald. One of ordinary skill in the art would 
have been motivated to do so for the benefit of efficiencies gained by storing information in 
reusable templates. 

Further, Griffor does not explicitly disclose wherein the questionnaire is defined by the 
data template encoded with business-related domain knowledge of business practices. 
Nandigama discloses this limitation (see figure 5). Furthermore, Examiner takes Official Notice 
that it was well-known in the art at the time the invention was made to store questions in a 
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template. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to define the questions asked by Griffor according to a template (such as that in 
Nandigama or those known in the art). One of ordinary skill in the art would have been 
motivated to do so for the benefit of efficiencies gained by storing information in reusable 
templates. 

Griffor does not explicitly disclose wherein proprietary information and trade secrets are 
encoded into the data template, the assessment framework template, the suggested actions 
template, and the report template. However, these limitations are not sufficient to distinguish the 
claimed invention over the prior art because Griffor manipulates data in the same way as the 
claimed invention. In other words, the recited method steps would be performed in the same 
manner regardless of whether or not proprietary information and trade secrets are encoded into 
the templates. Thus, the prior art and the claimed invention have identical structure and the 
claimed descriptive material is insufficient to distinguish the claimed invention over the prior art. 
see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 32 USPQ2d 1031 (Fed Cir. 1994); MPEP 2106. 

Griffor does not explicitly disclose wherein the proprietary information and the trade 
secrets of the consulting assessment environment are accessible to the consultant and are made 
inaccessible to clients using a hiding feature. Examiner takes Official Notice that it was well- 
known in the art at the time the invention was made to limit access to confidential data. Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
hide confidential data from clients when performing the method of Griffor. One of ordinary skill 
in the art would have been motivated to do so for the benefit of increased security. Furthermore, 
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Examiner notes that Applicant has failed to traverse Examiner's Official Notice, which was 
originally set forth in the previous Office action. Therefore, the above findings of Official 
Notice are taken to be admitted prior art. See MPEP § 2144.03 (C). 

Examiner also notes that MacDonald and Nandigama also disclose many of the above 
limitations that Griffor has been shown to disclose. 

Claim 2 : Griffor discloses: 

• determining the current state of the business based on the data (see H 4, disclosing 
actual performance; 15-16; }\ 77); 

• identifying a desired state for the business using the assessment framework 
template and the suggested actions template (see U 4, disclosing organizational 
goals; 1ft 15-16; 1 77); and 

• performing a gap analysis between the current state of the business and the 
desired state of the business to determine appropriate action to achieve the desired 
state for the business (see H 4, disclosing aligning performance and goals; ft 15- 
16; U 77, disclosing determining the gaps between performance and vision- 
required tasks). 

Claim 3 : The cited references do not explicitly disclose identifying benefits and risks 
based on the at least one assessment score and the appropriate action. Examiner takes Official 
Notice that it was well-known in the art at the time the invention was made to perform 
cost/benefit or risk/benefit analyses. It would have been obvious to one of ordinary skill in the 
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art at the time the invention was made to perform a risk/benefit analysis on the proposed action 
of Griffor. One of ordinary skill in the art would have been motivated to do so for the benefit of 
making a more informed decision. 

Claim 4 : Griffor discloses consolidating portions of the results together for further 
analysis, (see various figures, which include consolidated results and scores). 

Claim 5 : Griffor discloses providing an interface for the client to conduct the self- 
assessment to gather the data about the business, wherein the data is used to determine a current 
state of the business, and wherein automated data synthesis is performed to relate the current 
state of the business to a desired state in real time, (see figure 3: item 52, disclosing a GUI). 

Claim 6 : Griffor discloses wherein the data template includes at least one of interview 
questions, weighing factors (see UH 21, 44-49), desired states (see ^ 16-19, 21), benefit 
descriptions, risk descriptions, suggested actions (see 21-22), cost areas, and terminology. 
Furthermore, Examiner notes that the claimed contents of the data template amount to non- 
functional descriptive material that do not functionally alter the claimed method. The recited 
method steps would be performed in the same manner regardless of what data is contained in the 
data template. Thus, the prior art and the claimed invention have identical structure and the 
claimed descriptive material is insufficient to distinguish the claimed invention over the prior art. 
see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3dl579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106. 
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Claim 7 : Griffor discloses wherein the assessment framework template includes at least 
one of scoring information (see Iflf 26, 41-49), calculations (see id.), suggested actions logic (see 
Tflf 21-22), benefit and risk logic, user feedback, and user input). Furthermore, Examiner notes 
that the claimed contents of the assessment framework template amount to non-functional 
descriptive material that do not functionally alter the claimed method. The recited method steps 
would be performed in the same manner regardless of what data is contained in the assessment 
framework template. Thus, the prior art and the claimed invention have identical structure and 
the claimed descriptive material is insufficient to distinguish the claimed invention over the prior 
art. see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 
32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. Kardos whose telephone number is (571) 270-3443. The 
examiner can normally be reached on Monday through Friday from 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



